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" The MAILING DATE of this communication appears on the cover sheet with the corresp nd nee address » 
Peri d for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication{s) filed on 27 May 2003 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) ^ C!aim(s) 2-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) S Claim(s) 5-8 is/are allowed. 

6) ^ Claim(s) 2-4 and 9-11 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
11 )□ The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action, 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) -^2^ 5) □ Notice of Informal Patent Application (PTO-1 52) 
3VK| Information Disclosure Statement(s) (PTO-1449) Paper No(s)^^^ . ^-^6) □ Other: 
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Application/Control Number: 09/808,015 
Art Unit: 1754 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for 
patent, except that an international application filed under the treaty 
defined in section 351 (a) shall have the effect under this subsection of a 
national application published under section 122 (b) only if the 
international application designating the United States was published under 
Article 21 (2) (a) of such treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the 
United States before the invention by the applicant for patent, except that 
a patent shall not be deemed filed in the United States for the purposes of 
this subsection based on the filing of an international application filed 
under the treaty defined in section 351 (a) . 

2. Claims 2-3, and 10 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Kim et al . US 6,001,326. 

Regarding claims 3 and 10, Kim '326 discloses pure rutile 
titanium dioxide (see Example 2) having specific surface area of 
150-200 m^/g (see column 8, lines 39-41) . 

Regarding claim 2, Kim '326 discloses a specific surface 
area of 150-200 m^/g (see column 8, lines 39-41) . 

Regarding claim 3, Kim '326 discloses mean particle size of 
0.3 microns (see Example 1). 
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3. Claims 2-3 and 10 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Gutsch et al . US 2001/0036437 Al . 

Regarding claims 3 and 10, Gutsch M37 discloses examples 
of titanium dioxide having a BET surface area of 1-600 or 79 m^/g 
(see abstract, claim 1, Table 1), and up to 100% rutile (see 
Table 3) . 

Regarding claim 2, Gutsch M37 discloses a BET surface area 
of 1-600 or 79 m^/g (see abstract, claim 1, Table 1). 

Regarding claim 3, Gutsch M37 discloses TEM size of 0.2-2 
microns (see Table 2) . 

4. Claims 9 and 11 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over Iglesia ^801. 

Regarding claims 9 and 11, Iglesia ^801 discloses 100% 
rutile titanium oxide having a BET surface area of less than 
about 50 m^/gm (see column 3, lines 56-62) . The claimed formula 
defines R as a percentage range with an endpoint maximum of 
100%, which endpoint is anticipated by the disclosure of 
Iglesia . 

5. Claims 9 and 11 are rejected under 35 U.S.C. 102(e) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over Kim ^326. 
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Regarding claims 9 and 11, Kim ^326 discloses pure rutile 
titanium dioxide (see Example 2) having specific surface area of 
150-200 m^/g (see column 8, lines 39-41). 

6. Claims 9 and 11 are rejected under 35 U.S.C. 102(e) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over Gutsch M37. 

Regarding claims 9 and 11, Gutsch M37 discloses examples 
of titanium dioxide having a BET surface area of 1-600 or 79 m^/g 
(see abstract, claim 1, Table 1), and up to 100% rutile (see 
Table 3) . 

7. In the event any differences can be shown for the product 
of the product -by-process claims 9 and 11, as opposed to the 
product taught by Iglesia '801, Kim '326, or Gutsch M37, such 
differences would have been obvious to one of ordinary skill in 
the art at the time the invention was made as a routine 
modification of the product in the absence of a showing of 
unexpected results; see also In re Thorpe, 227 USPQ 964 
(Fed.Cir. 1985) . 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 
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(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

9. Claim 4 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kim ^326 in view of Satoh ^883. 

Regarding claim 4, Kim fails to disclose A Rosin-Rammler 
constant of 1,5 or more. 

Satoh ^883 discloses a Rosin-Ramler distribution of n of 
6.0 or greater (abstract) . 

It is considered that it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to 
use the distribution of Satoh with the titanium dioxide of 
Iglesia because Satoh discloses his distribution to obtain a 
titanium compound catalyst (abstract) and giving high catalytic 
activity of over 10,000 in polymerization (see column 2, lines 
35-40) . 

10. Claim 4 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gutsch M37 in view of Satoh ^883. 

Kim fails to disclose a Rosin-Rammler constant of 1.5 or 

more . 

Satoh '883 discloses a Rosin-Ramler distribution of n of 
6.0 or greater (abstract) . 
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It is considered that it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to 
use the distribution of Satoh with the titanium dioxide of Kim 
because Satoh discloses his distribution to obtain a titanium 
compound catalyst (abstract) and giving high catalytic activity 
of over 10,000 in polymerization (see column 2, lines 35-40), 

Allowable Subject Matter 

11. Claims 5-8 are allowed. 

12. The following is a statement of reasons for the indication 
of allowable subject matter: It would not have been obvious to 
one of ordinary skill in the art at the time the invention was 
made to supply the diluted tetrachloride and oxidizing gas at a 
flow rate of 2 0 m/sec or more to react for 3 seconds or less in 
the process of the instant claim 5. 

Response to Argximents 

13. Applicant's arguments filed 5/27/03 have been fully 
considered but they are not persuasive. 

It is argued that in any event, both Examples 1 and 2 of 
Kim et al. disclose... not a vapor phase process. This is not 
persuasive because Applicant does not appear to allege any 
difference in the claimed product, arguing only that the process 
is different. And, in any case, Kim discloses evaporation of 
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ethanol and water in the process, which is a vapor phase (see 
Examples and claim 3) . 

It is argued that as discussed above, claim 1 has been 
cancelled and claim 3 has been placed in independent form. This 
is not persuasive because the Table is relied upon as an example 
of the invention, which includes both Ti and Al , which are 
disclosed interchangeably (see [0013] , [0015] , and [0018] . 

It is argued that in addition, Gutch et al do not 
discloses... the particular vapor phase process. This is not 
persuasive because Applicant does not appear to allege any 
difference in the claimed product, arguing only that the process 
is different. And, in any case, Kim discloses evaporation of 
ethanol and water in the process, which is a vapor phase (see 
Examples and claim 3) . 

It is argued that Table 1 of Gutsch et al M37... not to 
titanium dioxide. This is not persuasive because the Table is 
relied upon as an example of the invention, which includes both 
Ti and Zr, which are disclosed interchangeably (see [0013] , 
[0015] , and [0018] . 

It is argued that as discussed above, Iglesia et al... its 
method of production. This is not persuasive because the claim 
is a product -by-process claim and Applicant does not appear to 
previously allege any difference in the claimed product, as 
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Applicant appears to suggest, arguing only that the process is 
different. And, in any case, Kim discloses evaporation of 
ethanol and water in the process, which is a vapor phase (see 
Examples and claim 3) . 

It is argued that as discussed above, claims 9 and 11 
depend from claim 5, which has been allowed. This is not 
persuasive for the reasons above. The patentability of a 
product -by-process claim is determined by the patentability of 
the product, not the process (see In re Thorpe , above) . 

It is argued that Applicants first note that the Examiner 
relies on the Satoh et al patent. This is not persuasive because 
Satoh was in fact mentioned in the statement of the rejection 
even though mistakenly omitted from the first sentence. 
Applicant was also afforded a copy of the reference, which is 
listed on the Notice of References Cited (PTO-892) . Applicant is 
invited to telephone the Examiner should Applicant notice any 
future typographical errors. 

Conclusion 

14. Applicant's amendment necessitated the new ground (s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See lyiPEP § 706.07(a) . Applicant is 
reminded of the extension of time policy as set forth in 37 
CFR 1, 136 (a) . 



Application/Control Number: 09/808,015 Page 9 

Art Unit: 1754 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 
15. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Edward M. 
Johnson whose telephone number is 703-305-0216. The examiner 
can normally be reached on M-F 6:30-4:00. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Stanley S. Silverman 
can be reached on 703-308-3837. The fax phone numbers for the 
organization where this application or proceeding is assigned 
are 703-872-9310 for regular communications . and 703-872-9311 for 
After Final communications. 
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Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is 703-308-0661. 



EMJ 

June 11, 2003 




